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REMARKS 

In view of the above amendments and following remarks, favorable reconsideration in 
this application is respectfully requested. 

Claim Rejections - 35 U.S.C. §112 

The Examiner rejects claims 1-4, 6-11 and 18 as indefinite since the computer program 
does not include instructions. Claim 1 has been amended to comply with the Examiner’s 
objections and should now be in compliance with 35 U.S.C. §112. Dependent claims 2-4, 6-11 
and 18 should also be in compliance with 35 U.S.C. §112. 

Claim Rejections - 35 U.S.C. §101 

The Examiner rejects claims 1-4, 6-11, 14-18 and 29 as directed to non-statutory subject 
matter. The Examiner indicates that the MPEP §2106 and the Patent Eligibility Guidelines 35 
USC 101 provide that computer programs are directed to non-statutory subject matter. Applicant 
believes the Examiner incorrectly cited to page 2100-2012 of the MPEP, and meant to refer to 
pages 2100-12 instead. In addition, Applicant understands the Examiner to be referring to the 
“Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility,” dated Oct. 26, 2005 (herein, “Interim Guidelines”). For clarity, a copy of pages J 
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2100-11 to 2100-13 of the MPEP and pages 1, 29, 50 and 51 of the Interim Guidelines are 
attached hereto. 

Applicant respectfully submits that the Examiner’s interpretation of the MPEP and the 

Interim Guidelines is inaccurate. As stated in the Interim Guidelines (italics and bolding are 

added, underlining in original and citations omitted): 

Descriptive material can be characterized as either “functional 
descriptive material” or “nonfunctional descriptive material.” In 
this context, “functional descriptive material' consists of data 
structures and computer programs which impart functionality 
when employed as a computer component. ... “Nonfunctional 
descriptive material” includes but is not limited to music, literary 
works and a compilation or mere arrangement of data. 


Based on the Interim Guidelines, the present invention is not “nonfunctional descriptive 

material,” such as music, literary works, or mere arrangement of data. Rather, it is “functional 

descriptive material,” which includes “computer programs.” 

The Interim Guidelines then go on to state that: 

Both types of “descriptive material” are nonstatutory when claimed 
as descriptive material per se . Warmerdam, 33 F.3d at 1360, 31 
USPQ2d at 1759. When functional descriptive material is 
recorded on some computer-readable medium it becomes 
structurally and functionally interrelated to the medium and will 
be statutory in most cases since use of technology permits the 
function of the descriptive material to be realized. ... 


Thus, the Interim Guidelines clearly provide that “functional descriptive material,” such 
as the claimed computer program, is statutory in most cases. Accordingly, the Examiner does 
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not have any support for the statement that the Interim Guidelines provide that computer 
programs are non-statutory. The MPEP provides similar statements and therefore also fails to 
support the Examiner’s statements. 

Applicant notes that the Interim Guidelines also state (emphasis added): 

When nonfunctional descriptive material is recorded on some 
computer-readable medium, in a computer or on an 
electromagnetic carrier signal, it is not statutory since no requisite 
functionality is present to satisfy the practical application 
requirement. Merely claiming nonfunctional descriptive material, 
i.e., abstract ideas, stored in a computer-readable medium, in a 
computer, on an electromagnetic carrier signal does not make it 
statutory. ... Such a result would exalt form over substance. ... 

Thus, nonstatutory music is not a computer component and it does 
not become statutory by merely recording it on a compact disk. 

Protection for this type of work is provided under the copyright 
law. 

When nonfunctional descriptive material is recorded on some 
computer-readable medium, in a computer or on an 
electromagnetic carrier signal, it is not statutory and should be 
rejected under 35 U.S.C. § 101. ... 

It is believed that the Examiner did not distinguish between nonfunctional descriptive 
material and functional descriptive material in setting forth the rejection. The Interim Guidelines 
and the MPEP are merely stating that claiming nonfunctional descriptive material as a computer 
or computer program does not render that non-statutory material to be statutory. Since that is not 
the present case, the Interim Guidelines and MPEP do not support the Examiner’s conclusions. 

Because the Examiner did not particularly set forth the rejection as that that the present 
invention is not an exception to the “most cases” of statutory functional descriptive material, or 
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that it is nonfunctional descriptive material, Applicant requests that the Examiner make any 
additional rejection under §101 non-final to provide the Applicant with an opportunity to more 
fully respond to any such rejection. 

It is respectfully submitted that the remaining rejection of claims 1-4, 6-11, 14-18 and 29 
have been overcome and the application should be in condition for allowance together with 
allowed claims 12-13 and 19. 

In the event there are any questions relating to this Amendment or to the application in 
general, it would be appreciated if the Examiner would telephone the undersigned concerning 
such questions so that the prosecution of this application may be expedited. 


Respectfully submitted, 



Reg. No. 40,220 


2912 Upton St., N. W. 
Washington, D.C. 20008 
Telephone: (202) 244-4212 
Date: July 7, 2006 
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Interim Guidelines for Examination of Patent Applications 
for Patent Subject Matter Eligibility 

In the mid-1990’s, the USPTO sought to clarify the legal requirements for 
statutory subject matter with regard to computer-related inventions. See Examination 
Guidelines for Computer Related Inventions. 61 Fed. Reg . 7478 (1996). Subsequent 
to the publication of those guidelines, the Court of Appeals for the Federal Circuit 
issued opinions in State Street Bank & Trust Co. v. Signature Financial Group Inc ., 
149 F. 3d 1368, 47 USPQ2d 1596 (Fed. Cir. 1998) and AT&T Corn, v. Excel 
Communications. Inc ., 172 F.3d 1352, 50 USPQ2d 1447 (Fed. Cir. 1999). These 
decisions explained that, to be eligible for patent protection, the claimed invention as 
a whole must accomplish a practical application. That is, it must produce a “useful, 
concrete and tangible result.” State Street. 149 F.3d at 1373-74, 47 USPQ2d at 1601 - 
02. Since this time, the USPTO has seen increasing numbers of applications outside 
the realm of computer-related inventions that raise subject matter eligibility issues. In 
order to assist examiners in identifying and resolving these issues, the USPTO is 
issuing these interim examination guidelines to assist USPTO personnel in the 
examination of patent applications to determine whether the subject matter as claimed 
is eligible for patent protection. 

The principal objective of these guidelines is to assist examiners in determining, 
on a case-by-case basis, whether a claimed invention falls within a judicial exception 
to statutory subject matter (i.e., is nothing more than an abstract idea, law of nature, 
or natural phenomenon), or whether it is a practical application of a judicial exception 
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VII. CLEARLY COMMUNICATE FINDINGS, CONCLUSIONS AND THEIR 


BASES 

Once USPTO personnel have concluded the above analyses of the claimed 
invention under all the statutory provisions, including 35 U.S.C. §§ 101, 112, 102 and 
103, they should review all the proposed rejections and their bases to confirm that the 
examiner is able to set forth a prima facie case of unpatentability. Only then should 
any rejection be imposed in an Office action. The Office action should clearly 
communicate the findings, conclusions and reasons which support them. 


Date: 10/26/05 


_/s/_ 

JOHN J. DOLL 
Commissioner for Patents 
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ANNEX IV 


Computer-Related Nonstatutory Subject Matter 

Descriptive material can be characterized as either “functional descriptive 
material” or “nonfunctional descriptive material.” In this context, “functional 
descriptive material” consists of data structures and computer programs which impart 
functionality when employed as a computer component. (The definition of “data 
structure” is “a physical or logical relationship among data elements, designed to 
support specific data manipulation functions.” The New IEEE Standard Dictionary of 
Electrical and Electronics Terms 308 (5th ed. 1993).) “Nonfunctional descriptive 
material” includes but is not limited to music, literary works and a compilation or 
mere arrangement of data. 

Both types of “descriptive material” are nonstatutory when claimed as 
descriptive material per se . Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. When 
functional descriptive material is recorded on some computer-readable medium it 
becomes structurally and functionally interrelated to the medium and will be statutory 
in most cases since use of technology permits the function of the descriptive material 
to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 
(Fed. Cir. 1994) (claim to data structure stored on a computer readable medium that 
increases computer efficiency held statutory) and Warmerdam. 33 F.3d at 1360-61, 

31 USPQ2d at 1759 (claim to computer having a specific data structure stored in 
memory held statutory product-by-process claim) with Warmerdam, 33 F.3d at 1361, 
31 USPQ2d at 1760 (claim to a data structure per se held nonstatutory). 
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When nonfunctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory since 
no requisite functionality is present to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material, he., abstract ideas, stored in a 
computer-readable medium, in a computer, on an electromagnetic carrier signal does 
not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the 
claims for an algorithm in Benson were unpatentable as abstract ideas because “[t]he 
sole practical application of the algorithm was in connection with the programming of 
a general purpose computer.”). Such a result would exalt form over substance. In re 
Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978) (“[E]ach invention 
must be evaluated as claimed; yet semantogenic considerations preclude a 
determination based solely on words appearing in the claims. In the final analysis 
under § 101, the claimed invention, as a whole, must be evaluated for what it is.”) 
(quoted with approval in Abele, 684 F.2d at 907, 214 USPQ at 687). See also In re 
Johnson , 589 F.2d 1070, 1077, 200 USPQ 199, 206 (CCPA 1978) (“form of the claim 
is often an exercise in drafting”). Thus, nonstatutory music is not a computer 
component and it does not become statutory by merely recording it on a compact 
disk. Protection for this type of work is provided under the copyright law. 

When nonfunctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory and 
should be rejected under 35 U.S.C. § 101. In addition, the examiner should inquire 
whether there should be a rejection under 35 U.S.C. § 102 or 103. The examiner 
should determine whether the claimed nonfunctional descriptive material be given 
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2106 


35 U.S.C. 101, meaning that one may only patent 
something that is a machine, manufacture, composi¬ 
tion of matter or a process. See, e.g., Alappat, 33 F.3d 
at 1542, 31 USPQ2d at 1556; Warmerdam, 33 F.3d at 
1358, 31 USPQ2d at 1757 (Fed. Cir. 1994). Second, 
35 U.S.C. 101 requires that the subject matter sought 
to be patented be a “useful” invention. Accordingly, a 
complete definition of the scope of 35 U.S.C. 101, 
reflecting Congressional intent, is that any new and 
useful process, machine, manufacture or composition 
of matter under the sun that is made by man is the 
proper subject matter of a patent. 

The subject matter courts have found to be outside 
the four statutory categories of invention is limited to 
abstract ideas, laws of nature and natural phenomena. 
While this is easily stated, determining whether an 
applicant is seeking to patent an abstract idea, a law of 
nature or a natural phenomenon has proven to be chal¬ 
lenging. These three exclusions recognize that subject 
matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not 
patentable. See, e.g., Rubber-Tip Pencil Co. v. 
Howard, 87 U.S. (20 Wall.) 498, 507 (1874) (“idea of 
itself is not patentable, but a new device by which it 
may be made practically useful is”); Mackay Radio & 
Telegraph Co. v. Radio Corp. of America, 306 U.S. 
86, 94, 40 USPQ 199, 202 (1939) (“While a scientific 
truth, or the mathematical expression of it, is not pat¬ 
entable invention, a novel and useful structure created 
with the aid of knowledge of scientific truth may 
be.”); Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 
1759 (“steps of ‘locating’ a medial axis, and ‘creat¬ 
ing’ a bubble hierarchy . . . describe nothing more 
than the manipulation of basic mathematical con¬ 
structs, the paradigmatic ‘abstract idea’”). 

Courts have expressed a concern over “preemp¬ 
tion” of ideas, laws of nature or natural phenomena. 
The concern over preemption was expressed as early 
as 1852. See Le Roy v. Tatham, 55 U.S. 156, 
175 (1852) (“A principle, in the abstract, is a funda¬ 
mental truth; an original cause; a motive; these cannot 
be patented, as no one can claim in either of them an 
exclusive right.”); Funk Brothers Seed Co. v. Kalo 
Inoculant Co., 333 U.S. 127, 132, 76 USPQ 280, 282 
(1948) (combination of six species of bacteria held to 
be nonstatutory subject matter). The concern over pre¬ 
emption serves to bolster and justify the prohibition 
against the patenting of such subject matter. In fact, 


such concerns are only relevant to claiming a scien¬ 
tific truth or principle. Thus, a claim to an “abstract 
idea” is nonstatutory because it does not represent a 
practical application of the idea, not because it would 
preempt the idea. 

B. Classify the Claimed Invention as to Its Proper 
Statutory Category 

To properly determine whether a claimed invention 
complies with the statutory invention requirements of 
35 U.S.C. 101, Office personnel should classify each 
claim into one or more statutory or nonstatutory cate¬ 
gories. If the claim falls into a nonstatutory category, 
that should not preclude complete examination of the 
application for satisfaction of all other conditions of 
patentability. This classification is only an initial find¬ 
ing at this point in the examination process that will 
be again assessed after the examination for compli¬ 
ance with 35 U.S.C. 102, 103, and 112 is completed 
and before issuance of any Office action on the mer¬ 
its. 

If the invention as set forth in the written descrip¬ 
tion is statutory, but the claims define subject matter 
that is not, the deficiency can be corrected by an 
appropriate amendment of the claims. In such a case, 
Office personnel should reject the claims drawn to 
nonstatutory subject matter under 35 U.S.C. 101, but 
identify the features of the invention that would ren¬ 
der the claimed subject matter statutory if recited in 
the claim. 

1. Nonstatutory Subject Matter 

Claims to computer-related inventions that are 
clearly nonstatutory fall into the same general catego¬ 
ries as nonstatutory claims in other arts, namely natu¬ 
ral phenomena such as magnetism, and abstract ideas 
or laws of nature which constitute “descriptive mate¬ 
rial.” Abstract ideas, Warmerdam, 33 F.3d at 1360, 
31 USPQ2d at 1759, or the mere manipulation of 
abstract ideas, Schrader, 22 F.3d at 292-93, 
30 USPQ2d at 1457-58, are not patentable. Descrip¬ 
tive material can be characterized as either “functional 
descriptive material” or “nonfunctional descriptive 
material.” In this context, “functional descriptive 
material” consists of data structures and computer 
programs which impart functionality when employed 
as a computer component. (The definition of “data 
structure” is “a physical or logical relationship among 
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data elements, designed to support specific data 
manipulation functions.” The New IEEE Standard 
Dictionary of Electrical and Electronics Terms 308 
(5th ed. 1993).) “Nonfunctional descriptive material” 
includes but is not limited to music, literary works and 
a compilation or mere arrangement of data. 

Both types of “descriptive material” are nonstatu- 
tory when claimed as descriptive material per se. 
Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 
When functional descriptive material is recorded on 
some computer-readable medium it becomes structur¬ 
ally and functionally interrelated to the medium and 
will be statutory in most cases since use of technology 
permits the function of the descriptive material to be 
realized. Compare In re Lowry, 32 F.3d 1579, 1583- 
84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to 
data structure stored on a computer readable medium 
that increases computer efficiency held statutory) and 
Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759 
(claim to computer having a specific data structure 
stored in memory held statutory product-by-process 
claim) with Warmerdam, 33 F.3d at 1361, 31 USPQ2d 
at 1760 (claim to a data structure perse held nonstatu- 
tory). When nonfunctional descriptive material is 
recorded on some computer-readable medium, it is 
not statutory since no requisite functionality is present 
to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material 
stored in a computer-readable medium does not make 
it statutory. Such a result would exalt form over sub¬ 
stance. In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 
132, 137 (CCPA 1978) (“[E]ach invention must be 
evaluated as claimed; yet semantogenic consider¬ 
ations preclude a determination based solely on words 
appearing in the claims. In the final analysis under 
101, the claimed invention, as a whole, must be evalu¬ 
ated for what it is.”) (quoted with approval in Abele, 
684 F.2d at 907, 214 USPQ at 687). See also In re 
Johnson, 589 F.2d 1070, 1077, 200 USPQ 199, 206 
(CCPA 1978) (“form of the claim is often an exercise 
in drafting”). Thus, nonstatutory music is not a com¬ 
puter component and it does not become statutory by 
merely recording it on a compact disk. Protection for 
this type of work is provided under the copyright law. 

Claims to processes that do nothing more than 
solve mathematical problems or manipulate abstract 
ideas or concepts are more complex to analyze and 
are addressed below. 


If the “acts” of a claimed process manipulate only 
numbers, abstract concepts or ideas, or signals repre¬ 
senting any of the foregoing, the acts are not being 
applied to appropriate subject matter. Schrader, 
22 F.3d at 294-95, 30 USPQ2d at 1458-59. Thus, a 
process consisting solely of mathematical operations, 
i.e., converting one set of numbers into another set of 
numbers, does not manipulate appropriate subject 
matter and thus cannot constitute a statutory process. 

In practical terms, claims define nonstatutory pro¬ 
cesses if they: 

- consist solely of mathematical operations with¬ 
out some claimed practical application (i.e., exe¬ 
cuting a “mathematical algorithm”); or 

- simply manipulate abstract ideas, e.g., a bid 
{Schrader, 22 F.3d at 293-94, 30 USPQ2d at 1458- 
59) or a bubble hierarchy {Warmerdam, 33 F.3d at 
1360, 31 USPQ2d at 1759), without some claimed 
practical application. 

Cf. Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 
1556 n.19 in which the Federal Circuit recognized the 
confusion: 

The Supreme Court has not been clear ... as to 
whether such subject matter is excluded from the scope of 
101 because it represents laws of nature, natural phenom¬ 
ena, or abstract ideas. See Diehr, 450 U.S. at 186 (viewed 
mathematical algorithm as a law of nature); Gottschalk v. 
Benson, 409 U.S. 63, 71-72 (1972) (treated mathematical 
algorithm as an “idea”). The Supreme Court also has not 
been clear as to exactly what kind of mathematical subject 
matter may not be patented. The Supreme Court has used, 
among others, the terms “mathematical algorithm,” 
“mathematical formula,” and “mathematical equation” to 
describe types of mathematical subject matter not entitled 
to patent protection standing alone. The Supreme Court 
has not set forth, however, any consistent or clear expla¬ 
nation of what it intended by such terms or how these 
terms are related, if at all. 

Certain mathematical algorithms have been held to 
be nonstatutory because they represent a mathemati¬ 
cal definition of a law of nature or a natural phenome¬ 
non. For example, a mathematical algorithm 

representing the formula E = me 2 is a “law of nature” 
— it defines a “fundamental scientific truth” (i.e., the 
relationship between energy and mass). To compre¬ 
hend how the law of nature relates to any object, one 
invariably has to perform certain steps (e.g., multiply¬ 
ing a number representing the mass of an object by 
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the square of a number representing the speed of 
light). In such a case, a claimed process which con¬ 
sists solely of the steps that one must follow to solve 
the mathematical representation of E = me is indis¬ 
tinguishable from the law of nature and would “pre¬ 
empt” the law of nature. A patent cannot be granted 
on such a process. 

(a) Functional Descriptive Material: “Data 
Structures” Representing Descriptive Mate¬ 
rial Per Se or Computer Programs Represent¬ 
ing Computer Listings PerSe 

Data structures not claimed as embodied in com¬ 
puter-readable media are descriptive material per se 
and are not statutory because they are not capable of 
causing functional change in the computer. See, e.g., 
Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 
(claim to a data structure per se held nonstatutory). 
Such claimed data structures do not define any struc¬ 
tural and functional interrelationships between the 
data structure and other claimed aspects of the inven¬ 
tion which permit the data structure’s functionality to 
be realized. In contrast, a claimed computer-readable 
medium encoded with a data structure defines struc¬ 
tural and functional interrelationships between the 
data structure and the computer software and hard¬ 
ware components which permit the data structure’s 
functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer 
listings per se, i.e., the descriptions or expressions of 
the programs, are not physical “things.” They are nei¬ 
ther computer components nor statutory processes, as 
they are not “acts” being performed. Such claimed 
computer programs do not define any structural and 
functional interrelationships between the computer 
program and other claimed elements of a computer 
which permit the computer program’s functionality to 
be realized. In contrast, a claimed computer-readable 
medium encoded with a computer program is a com¬ 
puter element which defines structural and functional 
interrelationships between the computer program and 
the rest of the computer which permit the computer 
program’s functionality to be realized, and is thus stat¬ 
utory. Accordingly, it is important to distinguish 
claims that define descriptive material per se from 
claims that define statutory inventions. 


Computer programs are often recited as part of a 
claim. Office personnel should determine whether the 
computer program is being claimed as part of an oth¬ 
erwise statutory manufacture or machine. In such a 
case, the claim remains statutory irrespective of the 
fact that a computer program is included in the claim. 
The same result occurs when a computer program is 
used in a computerized process where the computer 
executes the instructions set forth in the computer 
program. Only when the claimed invention taken as a 
whole is directed to a mere program listing, i.e., to 
only its description or expression, is it descriptive 
material per se and hence nonstatutory. 

Since a computer program is merely a set of 
instructions capable of being executed by a computer, 
the computer program itself is not a process and 
Office personnel should treat a claim for a computer 
program, without the computer-readable medium 
needed to realize the computer program’s functional¬ 
ity, as nonstatutory functional descriptive material. 
When a computer program is claimed in a process 
where the computer is executing the computer pro¬ 
gram’s instructions, Office personnel should treat the 
claim as a process claim. See paragraph IV.B.2(b), 
below. When a computer program is recited in con¬ 
junction with a physical structure, such as a computer 
memory, Office personnel should treat the claim as a 
product claim. See paragraph IV.B.2(a), below. 

(b) Nonfunctional Descriptive Material 

Descriptive material that cannot exhibit any func¬ 
tional interrelationship with the way in which com¬ 
puting processes are performed does not constitute a 
statutory process, machine, manufacture or composi¬ 
tion of matter and should be rejected under 35 U.S.C. 
101. Thus, Office personnel should consider the 
claimed invention as a whole to determine whether 
the necessary functional interrelationship is provided. 

Where certain types of descriptive material, such as 
music, literature, art, photographs and mere arrange¬ 
ments or compilations of facts or data, are merely 
stored so as to be read or outputted by a computer 
without creating any functional interrelationship, 
either as part of the stored data or as part of the com¬ 
puting processes performed by the computer, then 
such descriptive material alone does not impart func¬ 
tionality either to the data as so structured, or to 
the computer. Such “descriptive material” is not a 
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